RESPONSES 



Remark 1 : 



Applicant has amended the independent claims to more definitely claim the invention. Applicant 
submits that the amendments overcome the rejections based on the cited prior art. 



Applicant submits that the amendments to Claim 1 obviate and therefore overcome the rejections 
under 35 U.S.C. 112. The construction which the Examiner has ascribed the expression "consisting of is 
unsupported in the specification. Furthermore, Applicant hereby respectfully generally denies any such 
construction in particular. Nevertheless, the alternate expression "comprising" is adequately and 
inherently supported in the specification and thus more definitely claims the invention. 



Applicant submits that the Stroll reference completely fails to suggest or consider the possibility 
of use of capsicum as a treatment for crop seeds and grains as a protectant of the plants during emergence. 
The use as a pre-emergent is not suggested. Stroll is not only an undocumented anecdotal internet 
reference, it is also directed to virus inhibition rather than insecticidal activity or application. Applicant 
submits that Stroll does not fairly teach or suggest "that plants can be foliarly treated at any time". Stroll 
merely suggests that capsicum-containing solution can be applied directly to garden vegetable plants. 



Applicant submits that the Talbot et al. reference is directed solely to protecting growing plants 
against fungal or microbial pathogens. The reference is completely devoid of any teaching or suggestion 
of any insecticidal activity or application of these compounds. 



Remark 2: 



Remark 3: 



Remark 4: 
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Remark 5: 

Applicant submits it is well settled that in order for references to be properly combined under 35 
U.S.C. 103, there must be a teaching in at least one of the references to suggest that the disclosure of any 
of the other references could be modified to produce the Applicants' claimed invention. ACS Hospital 
System. Inc. v. Monte fiore Hospital et al. 221 U.S.P.Q. 929 (Fed Cir. 1984); Orthopedic Eauiv. Co. v. 
U.S., 217 U.S.P.Q. 193 (Fed. Cir. 1983). Additionally, absent some suggestion or incentive, the 
teachings of references may not be combined. ACS, supra. 221 U.S.P.Q. 93 3 f In re Rinehart. 531 F. 2d 
1048, 189 U.S.P.Q. 143 (C.C.P.A. 1976). 

In the present case, there would be no incentive to combine the teachings of Stroll with those of 
Talbot et al. Stroll is clearly not directed to treatment of seeds or grains as a pre-emergent. Stroll is in 
fact silent with respect to the use of capsicum as a pre-emergent treatment of seeds and grains. 
Furthermore, Talbot et al. is directed to the destruction of plant fungal and bacterial pathogens, not 
insecticides. In fact, not a single one of the dozens if not hundreds of species and strains of crop and 
agricultural insects referenced by Applicant on page 20 line 16 through page 21 line 9 of the present 
application is mentioned, described, suggested or otherwise remotely anticipated by Talbot et al. 

In short, it would not be obvious to one skilled in the art of destruction of crop and agricultural 
insects to combine a reference directed to the use of capsicum as a virus-inhibiting plant spray with 
another reference for protecting growing plants against fungal or microbial pathogens to contact seeds 
and grains with capsicum to protect them from crop and agricultural insects during plant emergence. 

Remark 6: (NO NEW MATTER) 

Applicant submits that the amendments presented herein present no new matter. All of the 
subject matter claimed herein are taught in the Drawings, Specification, Claims and Abstract and other 
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portions of the Application as originally filed. 



/// 



AMENDMENT AND RESPONSE TO PAPER MAILED03/08/2005 TITLE: CAPSICUM BASED SEED COATING AND METHOD OF USE 

Filing Date : December 19, 2003 Serial No: 10/741,328 

Date Mailed: July 13, 2005 Page 1 1 of 1 3 Attorney Docket No: NEU- 1 08 



CONCLUSION 

Applicant respectfully submits that for all the foregoing reasons, the claimed subject matter 
describes patentable invention. Furthermore, Applicant submits that the specification is adequate and that 
the claims are in a condition for allowance. No new matter has been entered. 

Applicant hereby respectfully requests Examiner to enter these amendments, find them 
descriptive of useful, novel and non-obvious subject matter, and authorize the issuance of a utility patent 
for the truly meritorious, deserving invention disclosed and claimed herein. 

Without further, Applicant does not intend to waive any claims, arguments or defenses that they 
may have in response to any official or informal communication, paper, office action, or otherwise, and 
expressly reserves the right to assert any traverse, additional grounds establishing specificity and clarity, 
enablement, novelty, uniqueness, non-obviousness, or other patentability, etc. 

Further, nothing herein shall be construed as establishing indirectly the basis for any prosecution 
history, file wrapper estoppel, or similar in order to limit or bar any claim of infringement of the invention 
described herein, either directly or under applicable doctrine of equivalents. 

/// 
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Respectfully submitted, 



RAY^HAHAI 
ATTORNEY AT/ 



Dated: July 13.2005 



By: 




,AW> 



Ray K. {Shahapi, tiSqV 
Attorney for Applicant(s) 

Ray K. Shahani, Esq. Registration No.: 37,554 

Attorney at Law 
Twin Oaks Office Plaza 
477 Ninth Avenue, Suite 1 12 
San Mateo, California 94402-1854 
Telephone: (650) 348-1444 Facsimile: (650) 348-8655 
E-mail: rks@attycubed.com 
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